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Sir: 

Pursuant to the Pre- Appeal Brief Conference Pilot Program, and further to the 
Examiner's Final Office Action dated June 26, 2007, Applicant files this Pre -Appeal Brief 
Request for Review. This Request is also accompanied by the filing of a Notice of Appeal. 

Applicant turns now to the rejections at issue: 

Claims 1, 2, 4, and 11-15 are currently pending in the present application. Claims 3 and 
5-10 have been canceled. Claims 1, 2, and 12 remain rejected under § 102(e) as being anticipated 
by Morris et al. (hereinafter "Morris"). Claims 4, 1 1 and 13-15 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Morris in view of Lipka (hereinafter "Lipka"). Applicant 
submits the rejections are improper. 

In the Amendment filed April 20, 2007, Applicant argued that Morris fails to disclose 
using the position of the peak signal. However, in response, the Examiner disagreed and cited 
FIGS, la and lb of Morris, and stated, "figurejs] la and lb illustrate an exemplary signal 
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position with several signal with maximum peaks exceeding a specified threshold and the same 
signal after being subtracted and clipped to the a [sic] level equal to the specified threshold." 
Applicant respectfully disagrees with the Examiner's rationale. 

While FIGS, la and lb appear to show a signal having maximum peaks at several 
positions, Applicant points out that the positions of the peaks shown in FIGS, la and lb are not 
used to provide locations and amplitudes for the soft-clipping of the respective portion of the 
signal. Instead, only the amplitude of the peaks is used in the soft-clipping described in Morris. 

For example, paragraph [0042] of Morris states the scaling function, f w (peak), is a 
function of the signal peak value. Further, the actual peak reduction function of Morris, as 
described in paragraph [0045] and [0046], only utilizes the peak value and an index number, 
where the index is provided by the counter 546. As stated in paragraph [0044] of Morris, the 
counter counts modulo L (the length of the scaling window) and is used to generate the index 
value noted above. Thus, neither the scaling function, nor the reduction function in Morris use 
both the position and amplitude of elementary functions corresponding to a decomposed portion 
of an input signal to be soft-clipped. Therefore, Morris fails to disclose these claimed features. 

Moreover, although the Examiner points to the signals shown in FIGS, la and lb of 
Morris as disclosing both the claimed position and amplitude features, Applicant points out that 
the Examiner has not shown that peak positions and amplitudes of the signals in FIGS, la and lb 
are used as claimed in claim 1. That is, even assuming, arguendo, FIGS, la and lb of Morris 
disclose positions of maximum points, nothing in Morris discloses or suggests using the 
positions of the maximum points to perform the soft-clipping. 

To the contrary, as noted above, the reduction function in Morris only depends on the 
peak value and the index generated by the counter. Similarly, the scaling function only depends 
on the peak value. Thus, Morris fails to disclose wherein positions for subtracting the scaled 
reference function from each of the elementary functions and the scaling of the reference 
function are given respectively by a position of a maximum and an amplitude at the maximum of 
the corresponding elementary functions, such that the position of the maximum of each of the 
elementary functions and the corresponding amplitude at the maximum of each of the elementary 
functions provide locations and amplitudes for the soft-clipping of the portion of the signal, as 
claimed. 
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Indeed, Morris is completely silent on any utilization of the position of the peak signal in 
any manner whatsoever. As a result, Morris fails to disclose or suggest the above-noted features 
of claim 1 . 

Regarding claim 2, the Examiner asserts Morris further discloses, determining parameters 
for the elementary functions by determining an amplitude value and a position value for each of 
the functions. In support of his position the Examiner states, "determining parameters is 
interpreted to be measuring an input signal, detecting a signal peak with a magnitude exceeding a 
specified threshold and magnitude is interpreted to be the amplitude . . . Paragraph 0007, lines 1- 
6." Again, the Examiner's reliance on Morris is misplaced. 

First, the Examiner does not specify which part of Morris discloses determining a 
position of an elementary function. Rather, the Examiner asserts measuring an input signal 
corresponds to determining parameters. However, measuring a signal does not necessarily 
include determining both an amplitude value and a position value. Further, the cited paragraph 
[0007] only mentions detecting a signal peak with a magnitude exceeding a specified threshold. 
That is, the cited text relied on by the Examiner describes detecting the peak. However, the 
claimed invention requires, inter alia, determining both an amplitude value and a position value. 
Morris, on the other hand, is silent as to the determining of any signal value whatsoever. 

In view of the above, Morris fails to disclose the claimed features regarding the position 
of a maximum of each of the elementary functions. Accordingly, claim 1 is patentable over 
Morris for at least these reasons. Similarly, claim 12 is patentable for analogous reasons. 
Further, claim 2 is patentable for the reasons stated above, as well as for its dependency on claim 
1. 

Regarding claims 4, 1 1 and 13-15, the Examiner admits Morris fails to disclose all of the 
features of claim 4. Nevertheless, the Examiner asserts Lipka teaches, "an analogous approach 
in deriving a similar equation to compute the peak power reduction (paragraph 0059 and 0060) 
as shown below[.]" The Examiner also states, "[w]here the first equation shows the peak 
reduction strategy for a single carrier and the second equation shows the strategy for multiple 
carriers. As shown in the above equations Lipka is using these formulas for subtracting the peak 
power of a single and multiple carrier signal. One of ordinary skill in the art would have clearly 
recognized that these two equations show a similar method of computing the peak power of a 
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signal as the equation in claim 4. It would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to use the similar and related formula as taught by Lipka to 
compute peak power reduction, [sic] In order to detect amplitude peaks and preventing any 
amplitude peaks from appearing in the processed output signal, the above formula can be used." 
Again, Applicant respectfully disagrees with the Examiner's position. 

First, the Examiner admits Lipka does not specifically teach the claimed formulas noted 
above. Instead, the Examiner asserts one of ordinary skill in the art would have recognized that 
the equations of Lipka show a "similar" method. Thus, the Examiner has not made a prima facie 
case of obviousness, because the Examiner has not asserted that any of the cited references 
teaches or suggests the features regarding the formulas which claim 4 specifically recites. 

In particular, to establish a prima facie case of obviousness, the combined references 
must disclose all the claim limitations . 1 In the present case, as noted by the Examiner, none of 
the prior art references, either alone or in combination, teaches or suggests all the features of the 
claim. Thus, the Examiner has not established a prima facie case of obviousness. 

Furthermore, even if one modified Morris in view of Lipka, as the Examiner suggests, the 
suggested combination still fails to disclose the specific formulas set forth by claim 4. For 
example, claim 4 recites, inter alia, "minimising" the claimed functions. Lipka, however, is 
completely silent as to a minimization of any function whatsoever. Thus, Lipka is deficient in 
this regard. 

Moreover, even assuming, arguendo, the prior art of record discloses the features of 
claim 4, one of ordinary skill in the art, at the time the invention was made, would not have been 
motivated to modify the prior art of record as the Examiner suggests, i.e., to detect and prevent 
amplitude peaks, since both Morris and Lipka are specifically designed to perform peak power 
reduction (Morris) and peak cancellation (Lipka). In other words, one of ordinary skill in the art 
would not modify the prior art of record in order to detect and prevent amplitude peaks, since 
that is precisely what the prior art of record is designed to do. Instead, the Examiner conclusion 
of obviousness is based on improper hindsight reasoning. 1 

1 See MPEP §2142 ( emphasis added). 
^See MPEP § 2145 (X)(A). 
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Additionally, modifying Lipka as the Examiner suggests would impermissibly change the 
principle of operation of Lipka. 2 Specifically, if a proposed modification or of the prior art or 
record would change the principle of operation of the prior art invention being modified, then the 
teachings of the references are not sufficient to render the claims prima facie obvious. 1 In the 
present case, Lipka discloses a very specific method of peak cancellation using the hardware 
circuitry shown in FIG. 5. If one of skill in the art were to modify Lipka to incorporate the 
minimization of functions, the specific hardware components would have to changed, and 
consequently, the precise interoperability of the components shown in FIG. 5 of Lipka would be 
changed. As a result, such a modification of Lipka would change the entire principle of 
operation of Lipka. 

In summary, the Examiner has failed to make a prima facie case of obviousness, and 
none of the cited references, either alone or in combination, teaches or suggests all of the features 
in claim 4. Further, one of ordinary skill in the art would not have modified Lipka as the 
Examiner suggests, as Lipka already discloses a method for peak cancellation, and modifying 
Lipka to obtain the claimed invention would impermissibly alter the principle of operation of 
Lipka. 

Accordingly, claim 4 is patentable for at least these reasons. Similarly, Applicant 
submits claims 1 1 and 13-15 are patentable for analogous reasons. 

Respectfully submitted, 

/Mark C. Davis/ 

SUGHRUE MION, PLLC Mark C. Davis 

Telephone: (202) 293-7060 Registration No. 60,552 

Facsimile: (202) 293-7860 

W — 7 ° 3 FICE 

CUSTOMER NUMBER 

Date: September 26, 2007 



1 See MPEP § 2143.01(VI). 

- See In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959). 
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